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Before C ssel, Hanak and Hairston, Adm nistrative Trademark
Judges.

Opi ni on by Hanak, Adm nistrative Trademark Judge:

Mason Shoe Manufacturing Co. (applicant) seeks to
register in typed drawi ng form SHOE MALL for “conputerized
online retail services in the field of footwear and
clothing; retail catalog services in the field of footwear
and clothing.” The intent-to-use application was filed on
Decenber 12, 1997. Applicant has disclained the exclusive
right to use SHCE

The Exam ning Attorney has refused registration on the

basis that applicant’s mark, as applied to applicant’s
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services, is nmerely descriptive pursuant to Section 2(e)(1)
of the Trademark Act.

When the refusal to register was nmade final, applicant
appealed to this Board. Applicant and the Exam ning
Attorney filed briefs. Applicant did not request a hearing.

As has been stated repeatedly, “a termis nerely
descriptive if it forthwith conveys an inmmedi ate idea of the
ingredients, qualities or characteristics of the goods [or

services].” In re Abcor Devel opnent Corp., 588 F.2d 811, 200

USPQ 215, 218 (CCPA 1978) (enphasis added); Abercronbie &

Fitch Co. v. Hunting Wrrld, Inc., 537 F.2d 4, 189 USPQ 759,

765 (2™ Cir. 1976). A termis suggestive if it requires
sone thought to reach a conclusion as to the nature of the

goods or services. Abcor Devel opnent Corp., 200 USPQ at

218.

I n support of his refusal, the Exam ning Attorney
relies upon dictionary definitions; excerpts of stories from
the NEXI S database; printouts fromsel ected websites; and
eight third-party registrations.

The first dictionary relied upon by the Exam ning
Attorney defines the word “mall” as follows: “A large, often
encl osed shoppi ng conpl ex contai ning various stores,
busi nesses, and restaurants usually accessible by conmon

passageways.” The Anerican Heritage Dictionary of the

English Language (3d ed. 1992). The second dictionary

relied upon by the Exam ning Attorney defines the word

“mal 1”7 as follows: “On the Wrld Wde Wb, a shopping
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service that provides Wb publishing space for business
storefronts (Wb pages that describe retail or service
offerings). Malls typically offer credit-card ordering by
nmeans of secure servers and shopping carts, which enable
users to select purchases and pay for themall when they are

finished shopping.” Wbster’s New Wirld Dictionary of

Conputer Terns (7" ed. 1999).

As the preceding dictionary definitions make clear, a
mal | — whether of the traditional kind or of the on-line
kind -- is by definition a collection of various stores and
busi nesses. Thus, the very dictionary definitions nade of
record by the Exam ning Attorney support applicant’s
contention that the word “mall” is somewhat incongruous when
applied to a single retail service “because the term‘ mall
is so well known as describing a nulti-vendor shopping
conplex.” (Applicant’s reply brief page 6). Moreover, the
vast majority of the remai nder of the Exami ning Attorney’s
evi dence al so supports the notion that the word “mall” is
associated with a “conplex” (either of brick and nortar or
online). For exanple, a story appearing in the April 11,
1997 edition of ASAP contains the follow ng sentence: “In
keeping with the wi ndow shopping notif, Net. Comrerce al so
has the capacity to support an on-line mall, where vendors
and nerchants choose to conduct on-line commerce from
connected sites.”

Mor eover, the Exam ning Attorney’s website evidence

al so supports the concept that an on-line mall involves many
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vendors, and not just a single vendor. For exanple, the
Exam ning Attorney nmade of record pages fromthe Alta Vista
browser which [ist various malls such as the Total Mll,
A obal Internet Shopping Mall and the Mall of Cyberspace.
Again, this evidence supports the notion that the word
“mal | ” is associated with a collection of vendors and not a
si ngl e vendor.

Finally, with regard to the eight third-party
regi strations made of record by the Exam ning Attorney,
these registrations are for marks containing the word “mal |”
whi ch are registered on the Suppl enental Register, or are
regi stered on the Principal Register with a disclainer of
the word “mall.” Two comrents are in order. First, it
appears that the Exam ning Attorney’ s search reveal ed that
there were at |l east 30 registrations containing the word
“mall.” However, for whatever reasons, the Exam ning
Attorney chose to nake of record just eight third-party
registrations. In addition, these eight registrations are
not in order. Rather, they conprise “docunent nunbers” 1,
3, 6, 19, 22, 23, 24 and 30. W are left to speculate as to
whet her the other third-party registrations were on the
Principal Register without a disclainmer of the word “mall.”

Second, in any event, these eight third-party
regi strations involve services provided by nore than one
entity. For exanple, the registration for the mark
ENTREPRENEURS MALL is for the foll ow ng service:

“Dissem nating of advertising for others, nanely
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manuf acturers and service providers, via on-line electronic

comuni cations network.” Registration Nunber 2,050,059. 1In
other words, the very third-party registrations relied upon

by the Exam ning Attorney which contained the word “nmall”

i nvol ve various manufacturers and service providers.

In short, the Exami ning Attorney’'s own evidence
establishes that the word “mall” — whether used in a
traditional sense or inits on-line sense — refers to a
“conpl ex” involving nultiple stores and busi nesses.
Accordingly, when used in conjunction with a single service
provider (i.e. applicant), the term SHOE MALL, in its
entirety, requires at |east sone thought to reach the
conclusion that the services in question are being provided
by a single entity and not by multiple entities.

In any event, to the extent that there are doubts on
the issue of nere descriptiveness, it is the practice of
this Board to resolve such doubts in applicant’s favor. In

re Gournet Bakers, Inc., 173 USPQ 565 (TTAB 1972).

Decision: The refusal to register is reversed.
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